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Before Sans, Sinmms and Hohein, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Medi aShare Corporation has filed an application to
regi ster the mark "PB. WEB" for "conputer software for publishing
information on a conputer network and instruction manual s
therefor, sold together as a unit".1

Regi strati on has been repeatedly refused? on the ground

that the "fact sheet" brochures or "catal og pages" submtted as

1 Ser. No. 74/634,610, filed on February 15, 1995, which alleges
dates of first use of August 1, 1994.

2 Al though the refusal to register was repeated rather than nade
final, this appeal is properly before us inasnmuch as Trademark Rul e
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specinmens with the application as filed "are unacceptabl e as

evi dence of actual trademark use because they do not show use of

the mark on the actual goods or |abels or tags for the goods" nor
do they constitute displays associated therewith3 as required by

Sections 1(a)(1)(C and 45 of the Trademark Act, 15 U.S.C. 881051
(a)(1)(C and 1127, and Trademark Rule 2.56.4

2.141 provides, in relevant part, that: "A second refusal on the
sanme grounds may be considered as final by the applicant for purpose
of appeal . "

3 VWiile, inthe application as originally filed, applicant alleged in
the affixation clause that "[t]he mark is used by applying it
directly to the goods; by printing it on |labels affixed to the goods;
by printing it on packagi ng or displays for the goods, and other ways
customary in the trade," applicant subsequently amended such cl ause
to state only that "[t]he mark is used by printing it on displays for
t he goods".

4 Section 1 of the Trademark Act, 15 U.S.C. 81051, provides in
pertinent part that, in the case of an application based upon use in
comrerce, the follow ng requirenment nust be nmet (enphasis added):

(a) The owner of a trademark used in conmerce nay
apply to register his or her trademark under this Act on
the principal register hereby established:

(1) By filing in the Patent and Tradenmark
Ofice--

(C such nunber of specinens or facsinmles
of the mark as used as nay be required by the
Commi ssi oner.

Section 45 of the Trademark Act, 15 U. S.C. 81127, in turn defines
"use in commerce"” in relevant part as follows (enphasis added):

For purposes of this Act, a mark shall be deened to be in
use in commerce--

(1) on goods when--

(A) it is placed in any manner on the
goods or their containers or the displays
associ ated therewith or on the tags or |abels
affi xed thereto, or if the nature of the goods
makes such placenent inpracticable, then on
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Appl i cant has appeal ed. Briefs have been filed,?> but
an oral hearing was not requested. W affirmthe refusal that
the specinens fail to evidence trademark use.

Applicant asserts that "the specinens originally
submtted with the application are acceptable, since the
speci nens conprise catal og pages. "% Referring to Exam nation
Gui de No. 1-94 and TMEP 8905. 06, which incorporates such guide,
applicant asserts in particular that, as set forth therein, the
Exam ning Attorney "should accept any catalog or sim/lar specinen
as a display associated wth the goods provided that (1) it
i ncludes the picture of the relevant goods, (2) it includes the
mark sufficiently near the picture of the goods to associate the
mark with the goods, and (3) it includes information necessary to
order the goods." Applicant maintains that, contrary to the

Exam ning Attorney's contentions, each of these conditions has

docunents associated with the goods or their
sale ....

In accordance therewith, Trademark Rule 2.56 provides in pertinent
part that:

The speci nens shall be duplicates of the |abels, tags, or
contai ners bearing the trademark, or the displays
associated with

the goods and bearing the trademark (or if the nature of
t he goods makes use of such specinens inpracticable then
on docunents associated with the goods or their sale)

5 Al though the Board approved applicant's request for an extension of
time until July 8, 1996 to file its reply brief, such a brief has not
been received.

6 A copy of one such specinen is reproduced in the Appendix to this
opi ni on.
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been net, including a picture of a display screen its software
generates on a conputer nonitor

Specifically, applicant insists in this regard that, as
shown on its "catal og page":

The m ddl e screen display includes a drop-

down nenu listing the function "generate HTM

files". This drop-down nmenu listing

conprises the "control panel"” for the PB. B

software, which is used as an add-on nodul e

to the PRODUCTBASE software. This drop-down
menu i s generated by the PB. VB software.

The "PB. WEB" mark itself, applicant notes, appears on each of the
specinens "in a prom nent position across the top of the page,
with the [three] screen displays |ocated underneath the mark."
"[T] he entire catal og page," applicant further asserts, is
"devoted to a description of the PB. WEB software.” Finally,
applicant contends that despite the absence of any information on
pricing, each specinmen provides everything necessary to order the
goods:

The catal og page provides a description of
the PB. WEB nodule, a list of System

Requi rements necessary to operate the
software, an identification of Medi aShare as
the source of the goods, and address and

t el ephone information for ordinary purposes.
Apparently, the Exam ner believes that the

| ack of pricing information is fatal, but
such a result is unsupported by |aw or conmon
practice in the industry.

Thus, as in the case of Lands' End Inc. v. Manbeck, 24 USPQ2d
1314 (E.D. Va. 1992), applicant nmaintains that the specinens
constitute displays associated with the goods and therefore

evi dence trademark use of the nmark "PB. VIEB".
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We agree with the Exam ning Attorney, however, that the
speci nens furni shed by applicant are nerely advertising materi al
and that such material has not been shown to have been used as a
display in a point-of-sale presentation for applicant's software
and associated instruction manuals.” As the Exam ning Attorney
accurately observes in his brief with respect to each of the
three identical specinens submtted by applicant:

It consists of a single-sided, glossy page

entitled "Medi aShare' s® PB. web[ 4] Fact Sheet. "
(Enphasi s added.) The page shows three
conputer screen displays, [the bottom one of
which is | abeled "Actual HTM. Wb page." The
top display is clearly a pronpt screen for
anot her of the applicant's software prograns
entitled PRODUCTBASE. The mddle display is
a screen | abel ed "Product Base - Catal og
Denp." The bottomdisplay is [additionally]

| abel ed "Cycling Qutfits.” None of the
screen di splays include or in any way feature
the mark PB. VEB. PB.VEB is described

el sewhere in the fact sheet as "an add-on
nodul e to the Product Base system [which]
automatically generates and i ndexes Wrld

W de Web conpati bl e HTM. docunents. ™

Thus, contrary to applicant's assertions, none of the conputer
nmoni tor display screens reproduced in applicant's "fact sheet”
brochure or "catal og page" specinmens clearly appears to
constitute or include a picture of applicant's "PB. WEB" conputer

sof tware, whether in use or otherw se.

7 W also note, as has the Exam ning Attorney, that there is no
contention by applicant that, due to the inpracticality of placing
its "PB. WEB" mark on the goods or on any contai ners, packagi ng, tags,
| abel s or displays associated therewith, the speci nens constitute

docunents associated with the goods or their sale. In any event, as
the Exam ning Attorney points out, "[c]onputer software is extrenely
easy to tag or label ... as it normally cones on di skettes or CD

ROMs" and "[i]t al so usually includes instruction manuals or
pamphl et s" bearing the mark
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Consequently, unlike the situation described in Lands
End, supra at 1316, applicant's specinmens do not utilize the mark
"PB. WEB" sufficiently near any picture of the goods, which are
variously referred to in the specinens as "a software nodul e for
publ i shi ng product information on the Wrld Wde Wb and the
Internet” and as "an add-on nodule to the ProductBase system" so
as to associate the mark with a depiction of the goods. As the
Exam ni ng Attorney persuasively points out in his brief:

The mark is not used in connection with or

even in close proximty to any of the

phot ographs on the page. Even if the

pi ctures on the page were deened to be

pi ctures of the goods at issue, the mark is

not used at any point in such a manner that

potential purchasers would associate it with

those pictures. Potential purchasers woul d

nost |ikely view these as two pictures of the

PRODUCTBASE programin operation and an

exanpl e of the end product from using the

PRCDUCTBASE pr ogr am

Furthernore, while the right-hand colum of the
specinmens lists certain features and benefits provided by
applicant's "PB. WEB" software, the description thereof, as the
Exam ning Attorney notes, is "in the laudatory manner customarily
reserved for advertising materials.” Mre inportantly, however,
such description, like the rest of the text of the advertising
copy in the specinens, omts any information as to product price
and how to order applicant's software. Unlike the "KETCH' purse

pi ctured and described in the specinmens in Lands' End, supra at

1316, which included price information "so that a custoner can
make a decision to purchase an itemstraight fromthe

identification in the catal ogue," a potential custoner for
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applicant's "PB. WEB" software | acks such crucial purchasing
decision information as the price of the product and the
conditions or ternms on which it is licensed or otherw se sold.
Consequently, as the Exam ning Attorney convincingly maintains in
his brief:

[ T] he specinmens do not provide all of
the informati on necessary to order the goods
but nmerely include an address and phone
nunber, as any normal advertising may. The

court in Lands' End held that the catalogs in
gquestion were acceptabl e because "[ Q]
custoner can identify a listing and nake a
decision to purchase by filling out the sales
formand sending it in or by calling in a
purchase by phone." Lands' End, 24 USPQRd at
1316. The specinens submtted by the
applicant do not include a sales form a
price for the goods, or any of the other
information normally associated with ordering
goods via phone or nmail. A phone nunber, an
I nternet address and a nailing address are

i ncluded but no offers to accept orders or
special instructions on placing orders appear
anywhere on the specinens. The applicant
argues that the inclusion of conmputer system
requi renents shows that the specinens are to
be used to order the goods. Many different
manuf acturers of consunmer goods routinely
provi de performance characteristics and/or
statistical data about the use and abilities
of their goods in their advertisenments. Such
advertisenents, even when including a phone
nunber and/or mailing address for the

manuf acturers of such ... goods[,] would not
be perceived by consuners as cat al ogs.
Consuners woul d view such materials nerely as
i nformati onal advertisenents, just as they
woul d view the applicant's specinens. Thus

t he speci nens do not contain adequate
information for routinely and easily placing
orders for the goods. Proper catal ogs would
contain such information
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It is plainly the case, therefore, that the specinens
submtted by applicant are sinply advertising material. Such
material, generally speaking, is not acceptable as specinens for
goods. This is because any material whose function is sinply to
tell a prospective purchaser about the goods or to pronote the
sal e of the goods is unacceptable to support trademark use. See,

e.g., Inre Bright of Anerica, Inc., 205 USPQ 63, 71 (TTAB 1979);

In re Dura Corp., 188 USPQ 701, 702 (TTAB 1975); In re Pol yner
Machi nery Corp., 183 USPQ 573, 574 (TTAB 1974); and In re Mautz
Pai nt & Varnish Co., 157 USPQ 637, 638 (TTAB 1968).

There renmai ns, however, the question of whether
advertising material such as applicant's "fact sheet"™ brochure or
"cat al og page" specinens nmay also function in certain
circunst ances as displays associated with the goods. The Board,
inlnre Bright of Anerica, Inc., supra, indicated in general
t hat :

A di splay associated with the goods ...
conprises essentially point-of-sale materi al
such as banners, shelf-tal kers, w ndow
di spl ays, nenus, or simlar devices which are
designed to catch the attention of purchasers
and prospective purchasers as an i nducenent
to consunmate a sale and which prom nently
display the mark in question and associate it
or relate it to the goods in such a way that
an association of the two is inevitable even
t hough the goods may not be placed in close
proximty to the display or, in fact, even
t hough the goods may not physically exist at
the tinme a purchaser views the display.

TMEP Section 905.06, in accordance therewith, instructs that

(enphasi s added):
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Di spl ays associated with the goods
essentially conprise point-of-sale material,
such as banners, shelf-tal kers, w ndow
di spl ays, nenus and sim |l ar devices.

These itenms nust be designated [sic] to
catch the attention of purchasers and
prospective purchasers as an inducenent to
consummate a sale. Further, the display nust
predom nantly display the mark in question
and associate it with, or relate it to, the
goods. The display nust be related to the
sale of the goods in such a way that an
association of the two is inevitable. This
is true even though the goods may not be
pl aced in close proximty to the display or,
in fact, the goods may not physically exist
at the tinme a purchaser views the display.
See In re Bright of Anerica, Inc., 205 USPQ
63 (TTAB 1979), and cases cited therein.

Fol ders and brochures descri bi ng goods
and their characteristics or serving as
advertising literature are not per se
"displays.”" In order to rely on such
mat eri al s as speci nens, an applicant nust
submt evidence of point-of-sale
presentation. See In re Ancha El ectronics
Inc., 1 USPQ2d 1318 (TTAB 1986); In re
Col unbi a Chase Corp., 215 USPQ 478 (TTAB
1982) .

Here, as the Exam ning Attorney indicates in his brief,
there is an absence of any photographs or other evidence
denonstrating that the advertising specinmens filed by applicant
are utilized in point-of-sale presentations for applicant's
goods, such as being placed i medi ately adjacent to a diskette or
CD-ROM containing its "PB. WEB" software or a copy of the
instruction manuals therefor. Applicant's "fact sheet" brochures
or "catal og pages,"” instead, nerely advertise the availability of

its "PB-WEB" software and highlight certain of the product's nost
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prom nent or desirable features, but such advertising sinply has
not been shown, in the absence of an expl anation or evidence
concerning its possible use in point-of-sale presentations, to
function as displays associated with the goods. Conpare In re
Col unbi a Chase Corp., 215 USPQ 478, 479-80 (TTAB 1982) with In re
Ancha El ectronics Inc., 1 USPQ@d 1318, 1320 (TTAB 1986). The
speci nens, therefore, do not denonstrate tradenmark use of the
mark "PB. WEB" for "conputer software for publishing information
on a conputer network and instruction manuals therefor, sold

together as a unit".

Decision: The refusal on the ground that the specinens

fail to evidence trademark use is affirned.

J. D. Sans

R L. Simms

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board

10



Ser.

No. 74/634, 610

Avoendix

MediaShares
PB.web FACcT SHEET

Eleczronic Catalog Publishing for the Internes

PRt is a raftware module for publishing product informarion to the World Widy Wet
and the Internee Based on MediaShares unique ProductBuse® wechnology, PB.wed wliows
ProductBase wiers to queemaricatly generate HTML (Hyper Tewr Murkbup Language)
dacurmtenes quickly and easily. Thee documents can be loaded anca a Web server where
they can be acceed by millions of Interner wsers afl over the world

INTERNET PUBLISHING

COnee you've built a mubtimedia pradure
informatian dambase with ProductBase, vou
ean publish that informarien in 2 waniey of
wars, Using a puil-down menu, vou can
creare an inreractive electronic calog on
CO-ROM, ar gencrate HTML (Hyvper Texr
Markup Languzer) documenes for the Intemer.

Its thar simple.

This rool-based archivecture distinguishes
MediaShare fram ather clectronic caralag

companies. ‘With ProduciBase, vou don'

have to start from scrarch evary dme vou

_want 1o updae vour citalog or publish it

in & differear form. The media content is

completely reusable.

As an add-on module to the ProductBage
sysrem, PB.web automaricaily generares and

mdexes World Wide Web companble HTML

documents. Thete dowumens can contain
any eombination of rexe. colar images. audia,

and video,

vl UL Tk gy,
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PB.web BENEFITS

" Clsremers can e an farerner
Browser sk e Mosaic to accen
the on-tine ProducSase casalay
over e Whrld Wide Wih

» Freld Ld!a‘pmf}:rfamfs wrd

aierriutary can receive saler and
markening upauiet via the fnoerner,

Pm Axtomatically grerase sabie af

coniens, iniernal Sypertexe links
wnd grder forrw.

o [iers cam nIDIgECE ﬁmugﬁ the

Froduc:Base wiing i table of
conrenm, Reywond rearches gra
hyperiiriis o orher docunten.

v (Quickiy retricve prodit specis-
cartony, sales collsteral paw
product anneuntemenss, pres
Frirasey. COMPETIILE COMPartns
Dricing updarss, and ather
mavkesizg voer the Intrrner,

SySTEM REQGUIAEMENTS:

2118t busen compurer ranmng 3 25 M He

VEiA. Geiflaad color mencor wnch b or
=5h codyr

Winduws comranidle mowse or ucher denor

4 B raniam. acoms memraer AN

Mirmum #0518 hard droee wcpendang an
amoum of medu |

ME CKKE 15 ar laree

Missoual Wisduws 3.4 ar éacer

A A

MediaShare
Corporate Feadguarters
2035 Core Def Nogal
Curlibas 4 02009
ot RIe3-riry ‘,&rf@f?)‘?lf-.’gﬁf
Intemet po-info@ mediarhare, com

URL hispoiweanr. medizihare. comimshare

MediaShare affert @ fiull ine
af Dnceractive Catalags for
Mfmsaﬁ"‘ Windower™ rysicms.

oo gy b ) ey L ot bl h e s urmuaman

| Prebaifin nd M s s zrdolucks of ol Cmpeoncnn
1 VMmoo e i B miown s el
Vs Vg T
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